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Application No.: 09/737118 c« ^SlSS 

pog 9 6 Attorney Docket No. : $63.2-6748'US03 

Re: narks 

This Amendment is in response .o the Office Action dated October 19, 2005- 
This application was filed on December 14, 2d U0 to provoke an interference and claims 85-89 
were copied from US patem 6,110,146. A Pre minary Amendment was submitted that day 
including the needed requirements to provoke :.ti interference. 

All claims were deemed allowable in a Office Action mailed January 1 8, 2005. It was 
noted that due to a potential interference that e >: parte prosecution would be suspended for a 
period of 6 months. Applicant submitted Static Requests on June 23, 2005 and October 5, 2005. 
This Office Action has now followed. 

Supplement to Request for Interference fih I December 14 t 2000 

Claims 85-89 are now objected for fai ; lg to comply with a new rule effective September 
1 3, 2004 (Rule 41 .202) even though Applican : fully complied with the rules for provoking an 
interference in existence on the filing date of jecember 14, 2000. Although it is not believed 
that Applicant should be required to in effect '::file according to a rule effective almost four years 
after the filing, a response is included herein. 

By this letter, Applicants supplement ;.:id amend the previous letter thereby requesting 
additional claims be designated as corresponc ' ig to the Count. A formal request to be accorded 
benefit of the priority filing dates of applications claimed in this application is also being made 
herein. Information submitted pursuant to thi requirements of 37 C.F.R. § 41.202(a) is also 
specifically identified herein. 

L Request to be Accorded Benefit of H ' rior Applications 

Applicants hereby formally request th. : in the declaration of the interference they be 
accorded benefit of the filing date of parent L 5. Application No. 09/528,613 filed March 20, 
2000 to Holman et aL (the "Holman '$13 app nation"), now US Patent 6,416,529- That 
application was a division from U.S. Applies :ion No. 09/034,434 filed March 4, 1998 by Holman 
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^fion Ko, 09/737118 ^ 

ct a) (the "Holman '434 application"), now US r.stent 6,152,944. Hurt application was a C1P of 
U.S. Patent Application No. 08/812,351 filed * arch 5, 1997 by Holman et al, (the "Holman '3S1 
application"), now U.S. patent 5,893,868. 

Applicants are entitled to the March 20 2000 filing date of the Holman '613 application 
and to the March 4, 1998 filing date of HoLmar 434 application based on copendency and the 
as serUonofpriorityrightunder35U.S.C.§ 12?i. The disclosure of the present application and 
the parent Holman '613 and Holman '434 appl* "aiions are identical- Therefore, Applicants can 
establish a constructive reduction to practice o: the claimed invention at least as early as March 
4, 1998. The disclosure of the ultimate parent tolman '351 differs from the present application 
in that Figures 46-55 and the discussion of the - 3 figures was added in the Holman '434 
application. To the extent that the count is baj d on the disclosure of Holm an 3 5 1 , this 
application may claim the Holman '351 applic don's filing date of March 5, 1997. Applicants 
also formally claim the benefit of the filing da::i of PCT application published as WO98/39056 
on September 11, 1998, based on an application date of March 5, 1998, itself claiming priority to 
the Holman '351 application. 

n. Patents and Applications with whicl: Applicants seek an Interference (37 CFJt § 
41.202(a)(1) 

For Holman etal.: 

09/737,1 18, filed December 14, 2000, sending ,l the present application" or "the Holman 
'118 application." 

For Berthiaume et aL ; 

09/164,166, filed September 30, 1998 patented U.S. 6,110,146 (the "Berthiaume '146 
patent"). 

ILL Identification of Other Related Apr I ications 
For Applicants*. 

08/812,351, filed March 5, 1997 (Har ".on T 351 application), patented as U.S. Patent 
5,893,868- 

09/211,376 filed December 14, 1998, Hanson '376), a division of Hanson '351, patented 
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Application No.: 09/737118 /Iwentfwe/if 

P%e 8 Attorney Docket No.! S63.2-6748-US03 

as U.S. Patent 6,132,450. 
09/034,434 filed March 4, 1998, (Holit = in *944), CIP of Hanson 351, patented as U.S. 

Patent 6,152,944. 

09/528,613 filed March 20, 2000, (Hoi an '613), a division of Holman '944, patented as 

U.S. Patent 6,416,529. . 

10/029,354 filed October 26, 2001, (H< man '354), Continuation of Holman 613, issue 

fee paid. 



For Berthiaume et al.. 
None. 



IV. Proposed Count (37 C-F.R, § 41.202 t)(2)) 
One Count is proposed: 

1. A protective sleeve for a balloon dilat: ion catheter comprising: 

an elongate member having a neck pov on and a slit extending along the entire length of 
the tubular member from a proximal end to a istal end thereof, wherein a distal portion of the 
tubular member is flared from the neck portio . to the distal end of the tubular member to define 
an, enlarged funnel-like open 

V. Amended Designation of Claims (3' C.F.R. § 41.202(a)(2)) 

Applicants request that the intcrferenc be declared with the following designation of 
claims corresponding to the Count. 

Holman et aL : U-S. Applieatic . : No. 09/737, 1 1 8, claims 85-89; 

Berthiaume et al : U.S. Patent 6,1 : 3,1 46, claims 1 -5. 

VL Detailed Basis for Designation of C i ims (37 CF.R. § 41.202(a)(2)) 

In the following analysis, each claim is analy jsd from the perspective of the Count being taken as 
prior art to the claim. 



Dieted: d 
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Application No,: 09/737118 ?^?w*n\ 
p^ e y Attorney Docket No.: S63-2-6 748-US03 

Berthiaume et al, US 6,110,146 

Claim 1: A protective sleeve for a balloon dilatation catheter comprising: 

an elongate tubular men ocr having a neck portion and a slit extending 
along the entire length of the tuhilar member from a proximal end to a distal end 
thereof, wherein a distal poruoi of the tubular member is flared from the neck 
portion to the distal end of the l. bular member to define an enlarged funnel-like 
opening. 

| Claim 1 is ide^tic^LLcLthe Count so it i : property designated as corresponding to the 

Count. 

Claims 2-5: 

2. A protective sleeve as defined in cl m I, wherein the slit extends along a plane that 
includes a longitudinal axis of the tubi . ar member. 

3. A protective sleeve as defined in cl; m 1 wherein the slit is helical. 

4. A protective sleeve as defined in cl;i.m I further comprising: 

an outer sleeve disposed about those r. ktuoiis of the tubular member proximal of the 
flared distal portion, the outer sleeve \ .sing configured to maintain the slit of the tubular 
member in a closed configuration. 

5. A protective sleeve as defined in cl : m 4 wherein the outer sleeve is elastorneric. 

Claims 2-5 are the additional claims c the Berthiaume '146 patent which Applicants have 
copied as application claims 86-89- The Beniiiaume '146 patent claims and Applicants' 
I corresponding claims 86-89 correspond to th.: Count and depend from a claim corresponding to 
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the Count. Applicants, as senior party, are prit 

flairrtQ minims CQlTd ^QJLd_i^g^OimL 

t he subject matter of the count u nder_M£fJL± 



Amendment 

Attorney Docket No.! S633-6748-US03 

4 facie entitled to the subject matter of these 

^cause ih e v arc anti ci pated or obvious vana ulsjrf 



VH. Claim Chart showing interfering still ject matter 37 C.F.R. § 41.202(a)(3) 



Bcrthiuume U.S, $,110,146 



1 , A protective sleeve for a 
balloon dilatation catheter 
comprising: 

an demgate member having 
a neck portion and a $lit extending 
along (he entire length of the tubular 
member from a proximal end to a 
distal end thereof, wherein a distal 
portion of the tubular member is 
flared from ihe neck portion to the 
distal end of the tubular member to 

define arv_enlarged fanncHikc 

opening. 



Holmnn \)J$* ppltcntion 
09/737,118 



85. A pre ' active sleeve for a 
balloon dilatai • n catheter 
comprising: 

an eh * .gate member having 
a neck portion .-nd a slit extending 
along the entii . length of the tubular 
member from . proximal end to a 
distal end thei .-of, wherein a distal 
portion of the '-iibular member is 
flared from th : neck portion to the 
distal end oft ..: tubular member to 
define fTVcnl* -icd funnel-like 
opening. 



Interfering Subject Matter 



The claims are identical to each 
other and to the Count. The two- 
way unpatentability test under 37 
C.F.R- § 41.203(a) is satisfied on 
the ba$i$ that both the Berthiaumc 
'146 patent and the Holman 'US 
application have a claim identical 
to the proposed count. 



•» . Mutual •« 

, dieted: d 



Although 37 C.F.R. § 41.203 Is under-nrad to only require a showing of two-way 
unpatentability between one claim of each pa \y for each count, it bears repeating that 
Berthiaume '146 claims 1-5 and Applicants 1 claims 85-89 are identical. Therefore, each matching 
pair of dependent claims also meets the two-i . ay unpatemablity test of § 41.203(a). 
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Application No.; 09/7371 18 A ™!?™"1 
% S e 21 Attorney Docket No.: S6Z2-6748-USQ3 

Vlll. DetaUed Explanation Why AppUcan- „ Will Prevail On Priority (37 CJ\R. § 
41.202(a)(4)) 

Applicants are entitled to a constnictiv : reduction to practice at least of as early as March 
4, 1998. The instant application is a continuat . »n of US Application 09/528,613 filed March 20. 
2000 which was a divisional Application of 05 )34,434 filed March 4, 1998 which was a 
Continuation-In-Part application from 08/812, ; 51 filed March 5, 1997, now U.S. Patent 
5,893,868. U.S. 6,1 1 0,146 to Berthiaume was Hied September 30, 1998. The instant 
application, therefore, predates Berthiaume in ;xcess of 18 months. 

Applicants are further entitled to an in 1 «rntion date earlier than March 4, 1998, based 
upon at least a conception prior to that date. 

X. Written Description Claim Chart (3 : CJF.R* § 41.202(a)(5)) 

Support in the application for claims S>89, the claims copied from the Berthiaume '146 

patent: 

Claims of Patent corresponding to propose :l_counti 

Claim 1 of Berthiaume corresponds to the pre : osed count verbatim. Claims 2-5 dependent 
thereon correspond to the proposed count. Ck.im 6 corresponds to the proposed count by 
including the protective sleeve of claim 1 and ; i balloon catheter. 

1 . A protective sleeve for a balloon dilat . ion catheter comprising: 

an elongate member having a neck po :l ion and a slit extending along the entire length of 
the tubular member from a proximal end to a . tistal end thereof, wherein a distal portion of the 
tubular member is flared from the neck portu I to the distal end of the tubular member to define 
an, enlarged &nnel-lilK > opeiu^. 
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Page 12 



Amendment 

Attorney Docket No.; S63.2-6748-US03 



riaims of application pending in application withitt one y ear of patent issuance: 
Claims 85-90 added above. 

Correspondence of Claim S6-S9. 90 to the C ;.unj: 

Claims 86-89 are dependent claims fro - \ independent claim 85 listed above. Claim 90 
refers in the protective sleeve from claim 86 an .l farther includes a balloon catheter. 



Application of Claims 85-90 to the Specific ion $1.607 (a)( 5)& (a)(6) 
85 . A protective sleeve for a balloon dilatf ; < on catheter comprising: 

an elongate member having a neck portion and a slit extending along the entire length of 
the tubular member from a proximal end to a >:i3tal end thereof, wherein a distal portion of the 
tubular member is flared from the neck portio i to the distal end of the tubular member to define 
ai\ enlarged fa 



Copied Claim 



85, A protective sleeve for a balloon 
dilatation catheter comprising: 

an elongate member having a neck 
portion and a slit extending along the entire length 
of ihe tubular member rVpm a proximal end to a 
distal end thereof; wherein a distal portion of die 
cubular member b flared from the neck portion 10 
the dfetal end of the tubular member to define an, 
enlarged flmnel-like opening. 



09/737,1 1 8 . fr>afl4 J34 



:iures 46-56 of (W/?3?.l 1 8 : **945?.S. fr * 5: *V)/0j4.434 show 
in invention of the Count The protective sleeve is element 
6 of Figs. 49-56. The elongate member is tube 432 which 
is two ends 428 and 430 and a slit 436cxtending ihe entire 
ii£ih in Fig. 56. A flare 43 B creates ihe funnel-like 
:ening of the Count. Sec Fig. 8, Page 13, lines 28 to page 
: . line 4.Qt!MGi2JjS JMBJ AkWJiad Jiia™U3& 



. irter sleeve balloon protector In the form of a polymeric 
ibe 60 with flared proximal end 62, Dated distal end 64 
-id longitudinal slU37 
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87. A protective sleeve as defined in claim 




85 wherein the slit is helical. 


5 


88. A protective sleeve as defined in claim 




85 further comprising: 


c 


an outer sleeve disposed about those 


r 


portions of the tubular member proximal 


r 


of the flared distal portion, the outer 


1 


cIapvp Hpinc cftflfloured to maintain the 


i 


ciit n-f the tubular member in a closed 




configuration. 


i 

1 

i 
t 

i 

• 


89. A protective sleeve as defined in claim 




88 wherein the outer sleeve is elastomeric. 





Amendment 

Attorney Docket No.: S63.2-6748-US03 



-mriki wwprfii wuubium 




Figures 46-56 show the slit 436 as helical. 

Figs. 9c,g , page 14* lines 5-8 as a spiral 
!;:eve 66- 

Paragraph 76: Referring to FIG. 8, an inner 
' lieve, outer sleeve or singular sleeve balloon 
i Dtcctor of the present invention may also be 
i ovided in the form of a polymeric tube 60 with 
i sired proximal end 62, flared distal end 64 and a 
t mgitudinal slit 37. 

Paragraph 1 2: The second removable (outer) 

seve is positioned over the first (inner) sleeve, 
he outer sleeve having a constrictive relationship 
vith the inner sleeve. The outer sleeve thereby 
;i ovides an additional compressive force to 

•duce the profile of the constricted balloon. 

7 age 14, lines 16 - 20 - may be used as an inner 
^eevc with any suitable outer sleeve. 

Paragraph77. A balloon protector according to 
i ec present invention may be a spiral sleeve 66 
■ tade of a polymeric material or a metal ribbon. It 
. :ui also be formed by spiral cutting a tube to be 
. te balloon protector, in a configuration as shown 
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Amendment 

Attorney Docket No.: S63.2-6748-USQ3 
r^T 1GS. 9a-h and j and as shown at FIGS, 4a-b. 
This balloon protector conforms to diameter 
cl mges throughout the length of the collapsed 
b; toon, and in a preferred embodiment has a pre- 
m< Hinted inner diameter which is less than the 
on.er diameter of the collapsed balloon to provide 
n Llial compression when applied on the balloon. 
T ; radial strength of the spiral sleeve is related 
tc he material of which the sleeve is made, the 
p * =h of the spiral, the wall thickness of the sleeve 
a .d the inner diameter of the sleeve. A preferred 
r> i :!erial for this balloon protector is LDPE. 

F:.ge 15, line 5, the spiral sleeve will conform 
a ;iund all portions and compress them. Page 14, 
li ies t3-14 - a preferred material for this balloon 
p elector is LDPE. 



' H is noted U^iu^ i 18 fM 13) is ident ical lo its iVtrenU QQ; 528.613 

C6\Z) filed on March 20. 2000. nuw U.£ .J>ato .jjj^^^ince it ivas^c^nMiuiauon. The; US 

anplication h also identical io 09/034.434 ('41 -Jjlled March 4. 1998, nfiTtf U.S. Patent 6J^2JW 

since the '6 13 app l icatioci was its division. Tt re form, the claim c hart provided shows a written 

description for each claim in the nrior applies on under 37 CFR 4 1 .202(a)(6) since ^Uhrcc 
ap pHcadons had Identical snecifi cat ions. 



The chart has been amended to specif 
all have the sxime support for the claims as pg 
indicates t hat a p plication 0.8/ 81 2.35 1 ('35 J \ ft 
t he parent tu the '4 34 application, which was 
written description was added. Thectaim ch ; 
daim 85 (the counts in WiftUte 8, Column 7, \ 
5. 893.863. Thus, ii is contended that an alica 
constructive reduction to practice for_e ach_QiL 



ih g three identical applications ' 1 1 S. '61 3 and '434 
37 CFR 41 ,Ztf2(a)f6Y Tn addition, the chart 
d M arch 5. 1997, no w U.S. P atent 5.893.868 was 
CIP in which Hi c ures 4f>~55 and suiH> on.m& 
c indicates that the '351 anollcnijon had support Tor 
as 40-50 as shown i n t he issued paicnU US PaTent 
• has provided t he required chart sh ow] ha 
he prior appli cations to be nccorgle d benefit. 



\ Meted: .section Break (C00ttm*WS) 
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JO Amendment 

4 PP n„ t ti,mXo. 09/75,118 A rtaw DorUrt Nn. SA3.2M74S.USla 

rauc / J — ' 

prima Facie Showing of Entitlement to Judf . (lent 

The instant application is a comiiniadMi^^ apj*^' 

US Application 09/528,613 filed March 20, 2000^which was a divisional ^pii^nai^id • 

tw fnrs identical \o) of 09/034,434 filed Man::i 4, 1998- which was a^onUn^Qn^Part 1 

application from 08/812,351 filed March 5, 19: 7, now U.S. Patent 5,893,868. U.S. 6,1 10,146 to 
Berthiaume was filed September 30, 1998. TV instant application, therefore, arrbmiveW 
predates Berthiaume in excess of 1 8 months. • . copy of the Berthiaume patent accompanies this 
Preliminary Amendment Moreover, the publi: lied PCT application WO 98/39056 on September 
1 1, 1 998 anticipates Berthiaume under 35 U-S. 102(b). 



Double Patenting Rejection 

Claims 85-89 were rejected under the. - dicially created doctrine of obviousness Type 
double patenting over claims 1-28 of US Pate w 6,416,529, over claims 1-35 of US Patent 
6,152,944, over claims 1-17 of US Patent 6,11: !,450 and over claims 1-26 of US Patent 
5,893,868. A Terminal Disclaimer is attache, which overcomes the rejection. 
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Deleted: % 

CONCLUSION. -•■'* L5_, 

In light of the above comments, allowance of c aims 85-89 is respectfully requested. It is further 
requested, as to claims $5-89 thai an mterferen:o be declared and thai priority of invention be 
adjudged to the instant Applicant. 

Rtspectfully submitted, 

\ DAS, ARRETT & STEINKRAUS 



Datc:^May;4 H 2Q:9i.. ?' 



, - { PeiBtetfc January I9,2QO fi 



Scott Q, Vidas 
Registration No.: 30812 



Enc: Terminal Disclaimer 

6109 Blue Circle Drive, Suite 2000 
Mmnetonka, MN 55343-91 85 
Telephone: (952) 563-3000 
Facsimile: (952) 563-3001 



| f:\v^orWflqv\06748u5QJ_^d^ 



; 20060119 
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